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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 11-19,
all the clains remaining in the present application. Caimll is
illustrative:

11. A nethod for elimnating the need for volatile organic
sol vent coal escents in aqueous enul si on pol ynmer-cont ai ni ng pai nt
conpositions conprising form ng an aqueous enul si on pol yner -
cont ai ni ng pai nt conposition containing no volatile organic
sol vent coal escent by the addition to an aqueous conposition a

! Application for patent filed January 8, 1993. According
to appellant, this application is a continuation of Application
07/ 548,035, filed July 5, 1990, now abandoned.
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pol ynmeric blend of at |east one hard enul sion polynmer having a
glass transition tenperature greater than about 20 degrees
Centigrade and at | east one soft enul sion polyner having a gl ass
transition tenperature | ess than about 15 degrees Centi grade,
where the polyneric blend contains from about 20 to about 60
wei ght percent of the hard enul sion polynmer and from about 80 to
about 40 wei ght percent of the soft enul sion pol yner.
In the rejection of the appealed clains, the exam ner relies
upon the follow ng reference:
Padget et al. (Padget) 4,783, 498 Nov. 8, 1988
Appel lant’s clainmed invention is directed to a nmethod of
form ng an aqueous enul si on pol yner-cont ai ni ng paint conposition
whi ch contains no volatile organic solvent. The nethod entails
addi ng to an aqueous conposition a polyneric blend of at |east
one hard enul sion polynmer and at | east one soft emul sion pol yner.
The hard enul sion polynmer has a glass transition tenperature
greater than about 20EC, while the soft emrul sion polynmer has a
glass transition tenperature | ess than about 15EC. The organic
solvent, which is elimnated by the present invention, has the
di sadvant ages of an unpl easant odor as well as adverse
environmental and health effects. W are told that in addition
to avoi di ng the di sadvant ages of an organic sol vent, the paint

conposi tion produced by the clainmed nmethod exhibits excell ent

coating properties, such as hardness and bl ock resi stance.
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Appeal ed clains 11-19 stand rejected under 35 U S. C
8 102(b) as being anticipated by or, in the alternative, under
35 U.S.C. 8 103 as bei ng unpatentabl e over Padget.

Upon careful consideration of the opposing argunents
presented on appeal, we will not sustain the examner’s
rejections.

We consider first the rejection of the appeal ed clai ns under
8§ 102. It is fundanental that to support a rejection under
35 U.S.C. 8 102 a single prior art reference nust describe every
claimlimtation. |In the present case, independent claim 11,
upon which clainms 12-18 ultinmately depend, recites the positive

met hod step of “form ng an aqueous emnul si on pol ynmer - cont ai ni ng

pai nt conposition” (enphasis added). |In order to qualify as a
pai nt according to one of ordinary skill in the art, a
conposition nust have certain characteristics. On the other

hand, Padget, the single reference applied by the exam ner, does
not describe formng a paint conposition. Rather, Padget

di scl oses aqueous | atex copol yner conpositions which are suitable
for use as contact adhesives, which “is a substance which when
coated on two substrates to be bonded enables a strong bond to be
formed between the substrates on and after initial contact at

anbi ent tenperature w thout the requirenent of any sustained

pressure setting tinme” (colum 1, lines 5-12). Consequently,
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al t hough Padget di scl oses a conposition which conprises the
presently clainmed hard emul sion polynmer and soft emnul sion

pol ymer, the reference conposition, owwing to all its conponents,
is a contact adhesive, not a paint.

The examner’'s rationale that “[t]he termpaint relates to a
future intended use of the conposition nmade fromthe instantly
clai med nethod” (page 3 of Answer) is not well taken. The
clainmed term*“paint” defines a conposition that is understood by
one of ordinary skill in the art to possess certain, essential
characteristics and properties, one of which is not to bond two
substrates, as the contact adhesive of Padget.

Regarding the rejection of the appeal ed clains under § 103,

t he exam ner has not supplied any expl anati on why one of ordinary
skill in the art would have been notivated to nodify the contact
adhesi ve conposition of Padget in such a way as to produce a
pai nt conposition, and none is apparent to us. Manifestly,

Padget fails to provide any teaching or suggestion of nodifying

t he di scl osed contact adhesive into a paint.

I n concl usi on, based on the foregoing, the exam ner’s
decision rejecting the appealed clains is reversed.

REVERSED

EDWARD C. KI MLI N )
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